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I.
SUMMARY AND RELIEF REQUESTED

In this action, Plaintiff Microsoft Corporation (“Microsoft”) seeks to prevent consumer confusion and protect WINDOWS®, one of the world’s best-known brands, from intentional dilution and infringement by LINDOWS, a "copy-cat" brand recently introduced by a direct competitor.  

Over the past 18 years, Microsoft has spent over $1.2 billion marketing and promoting its WINDOWS operating systems and brand.  With over 677 million product licenses issued since 1992, WINDOWS is among the best-selling and most widely used software programs in the world.  Microsoft's brand studies show that over 93% of personal computer users recognize the WINDOWS trademark.  There can be no serious dispute that WINDOWS is a strong mark, entitled to broad protection against infringement and "famous" mark status under the federal Trademark Dilution statute.  15 U.S.C. § 1125(c) TA \l "15 U.S.C. § 1125(c)" \s "15 U.S.C. § 1125(c)" \c 2 .

Courts have not hesitated to protect famous marks against infringement and dilution by "copy-cat" brands selected by new comers.  For example,

CENTURY 21 vs. CENTURY 31 for real estate services, 

PROZAC vs. HERBROZAC for anti-depressant treatments, 

APPLE vs. PINEAPPLE for computer operating systems, 

HUGGIES vs. DOUGIES for diapers, and 

ANACIN vs. ALYCIN for pain relievers, 

are all cases where new comers selected names designed to trade off the good will of a well-known prior mark.  All were found to infringe or dilute a famous prior mark.

Here, Defendant Lindows.com, Inc. ("Lindows.com") selected the LINDOWS trademark to promote its computer operating system products that compete directly with WINDOWS.  There is no legitimate reason for Defendant to use LINDOWS and variants thereof for its trade name and trademark.  Indeed, it appears that LINDOWS was selected intentionally by Defendant to call WINDOWS to mind and thereby allow it to trade off the extensive goodwill and reputation that Microsoft has built up in its WINDOWS mark.


Lindows.com is a newly formed venture.  Lindows.com is advertising that a "preview" version of its LINDOWS operating system will be released by “the end of 2001.”  Defendant's promotion of its product using LINDOWS and LINDOWS OS dilutes Microsoft’s WINDOWS trademark and is likely to confuse consumers – especially those who are not sophisticated about computer technology or who hear about LINDOWS through word of mouth.  These consumers may mistakenly believe that LINDOWS was jointly developed by, sanctioned by, certified by, or is otherwise associated or affiliated with Microsoft.  The ongoing promotion of LINDOWS dilutes the ability of WINDOWS to clearly identify and distinguish Microsoft’s products. 


The infringement and dilution of the WINDOWS mark is causing, and will continue to cause, harm to Microsoft for which there is no adequate remedy at law.  Microsoft asks this Court to enjoin Lindows.com from using the LINDOWS marks in the promotion, advertising, marketing, or sale of a software product in competition with WINDOWS.

II.
STATEMENT OF FACTS

A.
WINDOWS Is a Strong and Famous Trademark.


In 1983, Microsoft began to promote its microcomputer operating system software product under the trademark WINDOWS.  See Declaration of Scott Behm (“Behm Decl.”), ¶ 2.  Since its introduction, Microsoft has used the WINDOWS trademark to promote, market, and license its operating system software.  See Declaration of Michael Harlan Van Alstyne (“Van Alstyne Decl.”), ¶ 3.  Over the years, Microsoft has developed and released numerous versions of its WINDOWS brand operating system, including WINDOWS 1.0, WINDOWS 2.03, WINDOWS 3.0, WINDOWS 3.1, WINDOWS 95, WINDOWS NT, WINDOWS 98, WINDOWS ME, WINDOWS 2000 Professional, and WINDOWS XP.  See Behm Decl., ¶ 2.


Microsoft licenses its WINDOWS product directly to original equipment manufacturers (“OEMs”), who produce and sell personal computer hardware on the retail market.  OEMs install the WINDOWS operating system onto personal computers that are then sold to consumers.  See Van Alstyne Decl., ¶ 2.  Microsoft also licenses its WINDOWS product directly to corporate customers, and distributes WINDOWS to individual retail consumers through software retail outlets, mail order outlets, and via the Internet.  Id.


Microsoft has invested heavily in promoting WINDOWS products using the WINDOWS trademarks.  Since 1983, Microsoft has expended over $1.2 billion in the marketing and promotion of WINDOWS.  See Van Alstyne Decl., ¶ 6.  During fiscal year 2001, Microsoft spent more that $60 million in promoting WINDOWS.  Id.  In the first two quarters of fiscal year 2002, Microsoft expended over $200 million to promote the launch of its newest operating system product, WINDOWS XP.  Id.  Microsoft continues to advertise and promote WINDOWS using the WINDOWS trademark.  See Behm Decl., ¶ 5 and Ex. E. 


On August 20, 1990, Microsoft applied for registration of its WINDOWS trademark and U.S. Trademark Registration No. 1,872,264 for WINDOWS was issued to Microsoft on January 10, 1995.  See Behm Decl., ¶ 3 and Ex. A.  The WINDOWS mark is also the subject of U.S. Trademark Registration Nos. 1,875,069, 2,005,901, and 2,212,784, as well as comparable registrations around the world.  Id., ¶ 4 and Exs. B-D.  


The WINDOWS trademark is broadly recognized both within the computer industry and amongst the general public as the brand identifier for Microsoft’s operating system products.  The fame and goodwill associated with the WINDOWS mark is one of Microsoft’s most valuable corporate assets.  See Declaration of Bobbie Oglesby (“Oglesby Decl.”), ¶ 7.  Marketing research has demonstrated that the WINDOWS mark is recognized by 93% of personal computer users.  Id., ¶ 4.  A study of online consumers reveals that WINDOWS is the single most widely recognized trademark amongst such consumers.  Id., ¶ 5.  A recent LEXIS/NEXIS search disclosed that, between July 1, 1999 and June 30, 2001, Microsoft’s WINDOWS product was mentioned in 128,866 separate news sources.  See Declaration of Phillip Cameron (“Cameron Decl.”), ¶¶ 2-4 and Exs. A-J.  

Microsoft’s WINDOWS product is among the most popular software programs in the world.  Microsoft has issued more than 677 million licenses for WINDOWS since 1992, and WINDOWS has a currently installed user base of approximately 384 million users.  See Van Alstyne Decl., ¶¶ 5, 7.  During fiscal years 1992 through 2001, Microsoft received more that $36.5 billion in revenues from sales of its WINDOWS products.  Id., ¶ 4.

B.
Lindows.com’s Competing Product and Use of the Trademark LINDOWS. 

1.
The company and the product.


In the Fall of 2001, Michael Robertson, the founder and former CEO of MP3.com, Inc., announced the formation of a new company, Lindows.com, Inc.  See Declaration of Dennis Tessier (“Tessier Decl.”), ¶ 4 and Exs. F-2 – F-4.  Lindows.com advertises to the public that it is developing a version of the LINUX “open-source” operating system for personal computers that will compete directly with Microsoft’s WINDOWS.  Id.  Lindows.com has chosen the name LINDOWS OS for this product (“OS” is an industry abbreviation for “operating system.”)  According to the Defendant’s advertisements, a “preview” version of its LINDOWS OS will be available for sale to consumers by the end of 2001.  See Tessier Decl., ¶ 2 and Exs. A-2 – A-4.   


Lindows.com has publicly stated that its LINDOWS product will be based on the LINUX operating system with a graphical user interface (“GUI”) that resembles the WINDOWS GUI and a software “emulation layer” that allows LINDOWS to run programs written for WINDOWS and LINUX.  See Tessier Decl., ¶ 4 and Ex. F-2.  LINUX is a currently available Unix-based personal computer operating system that runs on Intel-based processors, among others, that is currently distributed for free.  
2.
The use of the LINDOWS trademarks.


Lindows.com uses LINDOWS, LINDOWS.COM and LINDOWS OS to promote the company and its forthcoming operating system product.  These marks appear repeatedly in press reports concerning the LINDOWS product, many of which are republished at the Lindows.com website.  References in the trade press frequently refer to the forthcoming Lindows.com product as “LINDOWS.”  See Tessier Decl., ¶ 4 and Exs. F-1 – F-41.  


As part of its ongoing promotional, marketing, and sales effort using the LINDOWS trademarks, Lindows.com operates an interactive commercial website at <www/Lindows.com.>.  Throughout this website, in both graphics and text, Lindows.com repeatedly displays LINDOWS, LINDOWS OS and LINDOWS.COM.  Lindows.com represents that “tens of thousands” of consumers have joined newsletter mailing lists through this website, and “thousands more” have e-mailed the site directly.  See Tessier Decl., ¶ 2 and Ex. A-1.  Users in the Western District of Washington subscribe to these newsletters and receive e-mail information directly from Lindows.com.  See Tessier Decl., ¶ 2; Declaration of Karl J. Quackenbush (“Quackenbush Decl.”), ¶ 3 and Ex. B.  


The Lindows.com website invites and encourages website operators around the world to download and display the LINDOWS marks on their websites, using one of several advertising banners containing the LINDOWS marks.  See Tessier Decl., ¶ 3 and Exs. C - E.  These banners may be used to establish a “link” to the Lindows.com website from another site.  As a result of Lindows.com’s activities, the LINDOWS marks are being freely disseminated and published at other Internet locations.  The LINDOWS banners are available for download by anyone and have been downloaded in the Western District of Washington.  Id., ¶ 3.  Through the operation of its commercial website, Lindows.com is continually, and nationally, publishing and disseminating the LINDOWS marks and therefore infringing and diluting the WINDOWS mark.  

3.
Marketing the LINDOWS product.


The Lindows.com website and the statement of its management make clear that it intends to distribute its operating system product directly to consumers via the Internet and via CDs sold from the website.  See Tessier Decl, ¶ 2 and Exs. A-2 – A-4.  Lindows.com also plans to market the LINDOWS product to OEMs for pre-installation onto personal computers that will then be sold to consumers on the retail market.  Id, Ex. A-4.  Lindows.com represents that purchasers will be able to:  “download the software from our high-speed servers at Lindows.com, 2. Place your order at Lindows.com and a CD will be shipped to your home or office, 3. Or take advantage of both methods.”  Id.  The site also informs consumers that “[e]ventually you’ll see computer manufacturers offering systems pre-installed with Lindows OS.”  Id.  These are some of the same marketing and distribution channels that Microsoft uses to market and distribute WINDOWS.  See Van Alstyne Decl., ¶ 2.

III.
ARGUMENT

A.
Standard for Preliminary Injunction.

In a trademark infringement or dilution action, the plaintiff is entitled to a preliminary injunction when it demonstrates either:  (1) a combination of “probable success on the merits” and “the possibility of irreparable injury,” or (2) the existence of “serious questions going to the merits,” where the “ balance of hardships tips sharply in [plaintiff’s] favor.”  GoTo.com, Inc. v. Walt Disney Co., 202 F.3d 1199, 1204-05 (9th Cir. 2000) TA \l "GoTo.com, Inc. v. Walt Disney Co., 202 F.3d 1199 (9th Cir. 2000)" \s "GoTo.com, 202 F.3d" \c 1 .  However, the Ninth Circuit has made clear that in the trademark context, “‘irreparable injury may be presumed from a showing of likelihood of success on the merits.’”  Id. TA \s "GoTo.com, 202 F.3d"  at 1205, n.4 (emphasis added) (quoting Brookfield Communications, Inc. v. West Coast Entertainment Corp., 174 F.3d 1036, 1066 (9th Cir. 1999)).  “This presumption effectively conflates the dual inquiries of this prong into the single question of whether the plaintiff has shown a likelihood of success on the merits.”  Id. TA \s "GoTo.com, 202 F.3d" ; see also Ty, Inc. v. The Jones Group, Inc., 237 F.3d 891, 902-03 (7th Cir. 2001) TA \l "Ty, Inc. v. The Jones Group, Inc., 237 F.3d 891 (7th Cir. 2001)" \s "Ty, Inc., 237 F.3d" \c 1  (having “adopted its course,” defendant could not later complaint of harm to its interests); Dr. Ing. h.c.F. Porche AG v. Universal Brass, Inc., 34 U.S.P.Q.2d 1593 (W.D. Wash. 1995) TA \l "Dr. Ing. h.c.F. Porche AG v. Universal Brass, Inc., 34 U.S.P.Q.2d 1593 (W.D. Wash. 1995)" \s "Dr. Ing., 34 U.S.P.Q.2d" \c 1  (defendant who continues to use infringing marks after requests to cease cannot claim that a cessation of infringement will injure its business).  


A plaintiff is entitled to injunctive relief under the federal dilution statute when it establishes that: (1) its own mark is famous; (2) the defendant is making commercial use of the allegedly diluting mark; (3) the defendant began using the allegedly diluting mark after the plaintiff’s mark became famous; and (4) the defendant’s use presents a “likelihood of dilution of the distinctive value” of the plaintiff’s mark.  See Avery, 189 F.3d TA \s "Avery, 189 F.3d"  at 873-74) (citing Panavision Int’l, L.P. v. Toeppen, 141 F.3d 1316, 1324 (9th Cir. 1998)).  All of these elements are present here.  

Microsoft has met the standard for a preliminary injunction on its trademark dilution, trademark infringement, and unfair competition claims. Microsoft is therefore entitled to a preliminary injunction to prevent the further dilution and infringement of its WINDOWS trademark.  

B.
Microsoft Presents a Strong Case of Trademark Dilution and is Likely to Prevail on the Merits of its Trademark Dilution Claim.

1.
Dilution generally.


Under the federal Trademark Dilution statute, 15 U.S.C. § 1125(c) TA \s "15 U.S.C. § 1125(c)" , the owner of a “famous mark shall be entitled . . . to an injunction against another person’s commercial use of a mark or trade name, if such use begins after the mark has become famous and causes dilution of the distinctive quality of the mark[.]”  15 U.S.C. § 1125(c)(1) TA \l "15 U.S.C. § 1125(c)(1)" \s "15 U.S.C. § 1125(c)(1)" \c 2  (emphasis added).  Dilution is “the lessening of the capacity of a famous mark to identify and distinguish goods or services, regardless of the presence or absence of:  (1) competition between the owners of the famous mark and other parties, or (2) likelihood of confusion, mistake or deception.”  15 U.S.C. § 1127 TA \l "15 U.S.C. § 1127" \s "15 U.S.C. § 1127" \c 2 .  


Because a dilution cause of action is only available for a “select class of marks – those marks with such powerful consumer associations that even non-competing uses can impinge their value,” the likelihood of confusion between the marks, or direct competition, is not required.  Avery Dennison Corp. v. Sumpton, 189 F.3d 868, 875 (9th Cir. 1999) TA \l "Avery Dennison Corp. v. Sumpton, 189 F.3d 868 (9th Cir. 1999)" \s "Avery, 189 F.3d" \c 1 ; see also 2 J. McCarthy, Trademarks & Unfair Competition § 24:16 (2d ed. 1984) TA \l "2 J. McCarthy, Trademarks & Unfair Competition § 24:16 (2d ed. 1984)" \s "2 J. McCarthy, Trademarks & Unfair Competition § 24:16 (2d ed. 1984)" \c 5 .  A trademark dilution claim will lie against diluting marks that are similar, but not identical, to the plaintiff’s mark.  See, e.g., Eli Lilly & Co. v. Natural Answers, Inc., 233 F.3d 456, 469 (7th Cir. 2000) TA \l "Eli Lilly & Co. v. Natural Answers, Inc., 233 F.3d 456 (7th Cir. 2000)" \s "Eli Lilly, 233 F.3d" \c 1  (upholding an injunction based on a finding that the use of the trademark HERBROZAC was likely to dilute the plaintiff’s PROZAC trademark); Guess ? Inc. v. Tres Hermanos, 993 F.Supp. 1277, 1284-85 (C.D. Cal. 1997) TA \l "Guess ? Inc. v. Tres Hermanos, 993 F.Supp. 1277 (C.D. Cal. 1997)" \s "Guess, 993 F.Supp." \c 1  (allowing a dilution claim for an advertising logo that was similar to, but not identical to, the Guess Jeans logo); Ringling Bros.-Barnum & Bailey Combined Shows, Inc. v. Utah Division of Travel Development, 935 F.Supp. 763, 765-66 (E.D.Va. 1996) TA \l "Ringling Bros.-Barnum & Bailey Combined Shows, Inc. v. Utah Division of Travel Development, 935 F.Supp. 763 (E.D.Va. 1996)" \s "Ringling Bros., 935 F.Supp." \c 1  (finding that Congress intended dilution claims to lie against marks that are not identical).


Since passage of the federal dilution statute, federal courts have continued to apply the traditional definitions of “blurring” and “tarnishment” to dilution claims.  “Blurring” occurs when the defendant’s use of a similar trademark “creates the possibility that the [plaintiff’s] mark will lose its ability to serve as a unique identifier of the plaintiff’s product.”  See Panavision Int’l, L.P. v. Toeppen, 141 F.3d 1316, 1326 n.7 (9th Cir. 1998) TA \l "Panavision Int’l, L.P. v. Toeppen, 141 F.3d 1316 (9th Cir. 1998)" \s "Panavision, 141 F.3d" \c 1 .  “Tarnishment” occurs when a famous mark is “improperly associated with an inferior or offensive product or service.”  Id. TA \s "Panavision, 141 F.3d"   However, while these traditional definitions may be useful in evaluating a trademark dilution claim, the Court need not rely on them exclusively; the federal statutory definition now controls.  Id. TA \s "Panavision, 141 F.3d"  at 1326. 

2.
The WINDOWS mark is famous.


The dilution statute sets out eight non-exclusive criteria for determining famousness, including: 

(A) the degree of inherent or acquired distinctiveness of the mark; (B) the duration and extent of use of the mark in connection with the goods or services with which the mark is used; (C) the duration and extent of advertising and publicity of the mark; (D) the geographical extent of the trading area in which the mark is used; (E) the channels of trade for the goods or services with which the mark is used; (F) the degree of recognition of the mark in the trading areas and channels of trade used by the marks' owner and the person against whom the injunction is sought; (G) the nature and extent of use of the same or similar marks by third parties; and (H) whether the mark was registered under the Act of March 3, 1881, or the Act of February 20, 1905, or on the principal register.

15 U.S.C. § 1125(c) TA \s "15 U.S.C. § 1125(c)" (1).  


It is beyond reasonable dispute that Microsoft’s WINDOWS trademark is famous.  WINDOWS is a registered trademark that has acquired distinctiveness throughout the computer industry and among the general public as a brand identifier for Microsoft’s operating system products.  The WINDOWS mark is particularly famous within the computer software industry and among consumers of computer software.  Furthermore, the WINDOWS product and the WINDOWS mark are used extensively throughout the Unites States, and indeed throughout the world, in the promotion, marketing and sale of Microsoft products.  

In discussing the fame and strength of trademarks, the District Court in E & J Gallo Winery v. Consorzio Del Gallo Nero, 782 F.Supp. 457 (N.D. Cal. 1991) TA \l "E & J Gallo Winery v. Consorzio Del Gallo Nero, 782 F.Supp. 457 (N.D. Cal. 1991)" \s "E & J Gallo Winery, 782 F.Supp." \c 1  found it significant that the plaintiff had used its trademark for many years to promote its product and that “it [had] spent some $500 million in advertising its wines distributed under the mark.”  E & J Gallo Winery, 782 F.Supp. TA \s "E & J Gallo Winery, 782 F.Supp."  at 462.  Here, Microsoft has used the WINDOWS trademark continuously and extensively since 1983 and has spent more than  $1.1 billion promoting its WINDOWS products and brand since 1995.  See Van Alstyne Decl., ¶ 6.  In Eli Lilly, the Seventh Circuit held that the PROZAC trademark was a strong and famous mark, indicating that because of extensive media attention and public recognition, PROZAC had become “a designer label, a buzzword, a brand name familiar to Americans.”  Eli Lilly, 233 F.3d TA \s "Eli Lilly, 233 F.3d"  at 469.  As noted above, the WINDOWS trademark is recognized by 93% of all personal computer users, and WINDOWS is the single most widely recognized trademark among online consumers.  See Oglesby Decl., ¶¶ 4-5.  The WINDOWS trademark has therefore “achieved extraordinary fame in American culture[.]”  Eli Lilly, 233 F.3d TA \s "Eli Lilly, 233 F.3d"  at 469.

3.
Lindows.com is making commercial use of the diluting LINDOWS trademark.


Lindows.com is using the diluting LINDOWS mark to promote and advertise the impending sale of a commercial software product that will compete directly with WINDOWS.  It is using LINDOWS “as a trademark, capitalizing on its trademark status.”  See Avery Dennison Corp., 189 F.3d at 880.  This is plainly commercial use.

Lindows.com has represented its intent to sell its software product, for profit, under the trade name LINDOWS OS.  Lindows.com has used the LINDOWS mark repeatedly in the advertising, promotion, and marketing of this LINDOWS OS operating system.  It continually displays the diluting LINDOWS trademark on its commercial website, and this website actively solicits sales, promotes the company and the LINDOWS product, and invites interactive exchanges with potential customers.  See Tessier Decl., ¶¶ 2-3 and Exs. A-D.  


This is not a case where the diluting mark is used to parody or criticize the product represented by the dominant trademark.  See, e.g., Bally Total Fitness Holding Co. v. Faber, 29 F.Supp.2d 1161, 1166-67 (C.D. Cal. 1998) TA \l "Bally Total Fitness Holding Co. v. Faber, 29 F.Supp.2d 1161 (C.D. Cal. 1998)" \s "Bally Total Fitness, 29 F.Supp.2d" \c 1   Nor is this a case where the defendant is not actually using the diluting marks to identify goods or services.  See, e.g., Playboy Enterprises, Inc. v. Netscape Communications Corp., 55 F.Supp.2d 1070, 1075 (C.D. Cal. 1999) TA \l "Playboy Enterprises, Inc. v. Netscape Communications Corp., 55 F.Supp.2d 1070 (C.D. Cal. 1999)" \s "Playboy Enterprises, 55 F.Supp.2d" \c 1 .  Defendant’s use is a directly competing commercial use that is causing immediate and irreparable harm to Microsoft and its WINDOWS mark. 

4.
Lindows.com began using the diluting LINDOWS mark after the WINDOWS mark became famous.


Lindows.com was formed in July 2001 and it began promoting its LINDOWS product in the Fall of 2001.  By July 2001 and thereafter, Microsoft’s WINDOWS mark had achieved significant fame both within the computer software industry and among the general public.  Microsoft has continuously promoted its WINDOWS trademark since 1983, spending over $1.1 billion since 1995 in marketing its WINDOWS products and brand.  See Van Alstyne Decl., ¶ 6.  As discussed above, independent marketing research, performed in 1999, demonstrated that the WINDOWS trademark is recognized by 93% of personal computer users.  See Oglesby Decl., ¶ 4.  Between July 1, 1999 and June 30, 2001, the WINDOWS product was mentioned in 128,866 separate news sources.  See Cameron Decl., ¶¶ 2-4 and Exs. A - J.  It is beyond dispute that the WINDOWS trademark had become famous as of the Fall of 2001, when Lindows.com began using the LINDOWS mark, and July 2001 when Lindows.com was formed.

5.
Lindows.com’s use of the LINDOWS trademark is likely to dilute the distinctive value of Microsoft’s WINDOWS trademark. 


In evaluating the likelihood of dilution, courts generally look to the fame of the plaintiff’s protected mark (i.e., its current ability to identify and distinguish the plaintiff’s products) and the similarity between that mark and the defendant’s allegedly diluting mark.  The Seventh Circuit explicitly adopted these two factors in Eli Lilly & Co. v. Natural Answers, Inc., 233 F.3d 456, 469 (7th Cir. 2000) TA \s "Eli Lilly, 233 F.3d" .  In Eli Lilly, the plaintiff used the registered trademark PROZAC in the marketing and sale of a prescription medication for depression.  Id. TA \s "Eli Lilly, 233 F.3d"  at 459.  The defendant began to market an herbal “mood elevator” under the trade name HERBROZAC, and advertised this product through the Internet as an herbal alternative to PROZAC.  Id. TA \s "Eli Lilly, 233 F.3d"  at 460.  


Finding a likelihood of dilution, the District Court granted the plaintiff’s motion for a preliminary injunction.  Id. TA \s "Eli Lilly, 233 F.3d"  at 460-61.  The Seventh Circuit affirmed.  Evaluating dilution cases from around the country, the Court concluded that two factors were relevant in evaluating the likelihood of dilution:  “the similarity between [the competing marks], and the renown of the [plaintiff’s] mark.”  Id. TA \s "Eli Lilly, 233 F.3d"  at 469.  The Court found that the HERBROZAC and the PROZAC marks were “highly similar,” and that the PROZAC mark had achieved “substantial renown.”  Therefore, plaintiff had shown a likelihood of dilution, and a preliminary injunction preventing the defendant from using the HERBROZAC trademark was upheld.  Id. TA \s "Eli Lilly, 233 F.3d"    


Although not always explicit in their methodology, District Courts in the Ninth Circuit appear to apply these two factors in evaluating dilution claims.  For example, in E & J Gallo Winery v. Consorzio Del Gallo Nero, 782 F.Supp. 457 (N.D. Cal. 1991) TA \s "E & J Gallo Winery, 782 F.Supp." , the District Court evaluated a dilution claim brought under the California dilution statute, Cal Bus. Prof. Code § 14330 TA \l "Cal Bus. Prof. Code § 14330" \s "Cal Bus. Prof. Code § 14330" \c 2 , which is similar to the federal dilution statute.  The plaintiff used the GALLO trademark in the marketing and sale of wine, and sued a competing wine maker over the use of the GALLO NERO trademark.  The District Court granted summary judgment for the plaintiff on the dilution claim.  “Plaintiff has established the virtually unparalleled strength of the ‘Gallo’ mark in the context of U.S. wines.  Moreover, the Court finds that defendant’s use of the name ‘Gallo’ in connection with its wines constitutes dilution of plaintiff’s mark . . . as such use is likely to detract from the distinctiveness of the ‘Gallo’ mark in that market.”  Id. TA \s "E & J Gallo Winery, 782 F.Supp."  at 469-470.  


In Century 21 Real Estate Corp. v. Magee, 1991 WL 318797 (C.D. Cal. 1991) TA \l "Century 21 Real Estate Corp. v. Magee, 1991 WL 318797 (C.D. Cal. 1991)" \s "Century 21, 1991 WL 318797" \c 1 , the plaintiff operated a network of real estate brokerages under the trademark CENTURY 21.  The defendant opened his own real estate brokerage firm under the trademark CENTURY 31.  Century 21, 1991 WL 318979 TA \s "Century 21, 1991 WL 318797" , *1.  The Court found that the use of the CENTURY 31 mark was likely to cause dilution of the CENTURY 21 trademark, “since [the defendant’s] mark is so similar to the CENTURY 21 mark.”  Id. TA \s "Century 21, 1991 WL 318797" , *7.  The Court granted the plaintiff’s motion for summary judgment on the dilution and other claims, and issued a permanent injunction against the continued used of the CENTURY 31 mark.  See also Ford Motor Co. v. Ultra Coachbuilders, Inc., 2000 WL 33256536, * 9 (C.D. Cal. 2000) TA \l "Ford Motor Co. v. Ultra Coachbuilders, Inc., 2000 WL 33256536, * 9 (C.D. Cal. 2000)" \s "Ford Motor Co., 2000 WL 33256536" \c 1 ; Miss Universe, Inc. v. Flescher, 433 F.Supp. 271, 273 (C.D. Cal. 1977) TA \l "Miss Universe, Inc. v. Flescher, 433 F.Supp. 271 (C.D. Cal. 1977)" \s "Miss Universe, 433 F.Supp." \c 1  (finding a likelihood of dilution between plaintiff’s MISS U.S.A. trademarks and defendant’s MISS NUDE U.S.A. trademarks, and enjoining the use of the MISS NUDE U.S.A. trademarks) (affirmed in Miss Universe, Inc. v. Flesher, 605 F.2d 1130 (9th Cir. 1979)). 


This case is indistinguishable from Eli Lilly.  As with the PROZAC trademark, the fame and “renown” of the WINDOWS trademark cannot be seriously disputed.  As in Eli Lilly, a direct competitor is advertising a competing product via the Internet using a trademark that is similar in appearance, sound and overall impression to the plaintiff’s mark.  If anything, WINDOWS and LINDOWS are even more similar than PROZAC and HERBROZAC.  And while direct competition between the parties is not a necessary element of a dilution claim, see 15 U.S.C. § 1127 TA \s "15 U.S.C. § 1127" , it exists here and, as in the cases cited above, the existence of direct competition is a factor that increases the likelihood of dilution.  As in Eli Lilly and the other cases cited above, Defendant’s LINDOWS trademark is likely to cause the dilution of Microsoft’s WINDOWS mark.


Microsoft has demonstrated a likelihood of success in showing a “likelihood of dilution.”  See Avery, 189 F.3d TA \s "Avery, 189 F.3d"  at 873-74 (citing Panavision Int’l, L.P. v. Toeppen, 141 F.3d at 1324).  Therefore, Microsoft respectfully requests that the Court issue a preliminary injunction preventing Lindows.com from using the LINDOWS trademark in the promotion, marketing, or sale of a computer software product, and from further diluting Microsoft’s WINDOWS registered trademark.

C.
Microsoft Presents a Strong Case of Trademark Infringement and Unfair Competition and is Likely to Prevail on the Merits of its Trademark Infringement and Unfair Competition Claims.

1.
Trademark Infringement and Unfair Competition generally.


Section 32 of the Lanham Act provides that:

Any person who shall, without the consent of the registrant – (a) use in commerce any reproduction, counterfeit, copy, or colorable imitation of a registered mark in connection with the sale, offering for sale, distribution, or advertising of any goods or services on or in connection with which such use is likely to cause confusion, or to cause mistake, or to deceive, . . . shall be liable in a civil action by the registrant for the remedies hereinafter provided.  

15 U.S.C. § 1114(1)(a) TA \l "15 U.S.C. § 1114(1)(a)" \s "15 U.S.C. § 1114(1)(a)" \c 2 .  A “ ‘colorable imitation’ includes any mark which so resembles a registered mark as to be likely to cause confusion, or mistake, or to deceive.”  15 U.S.C. § 1127 TA \s "15 U.S.C. § 1127" .  


Section 43 of the Lanham Act offers similar protections, for both registered and unregistered trademarks, against Unfair Competition, and provides civil liability for:

Any person who, or in connection with any goods or services, or any container for goods, uses in commerce any word, term, name, symbol, or device, or any combination thereof, . . . which – (A) is likely to cause confusion, or to cause mistake, or to deceive as to the affiliation, connection or association of such person with another person, or as to the origin, sponsorship, or approval of his or her goods, services, or commercial activities by another person[.]

15 U.S.C. § 1125(a)(1) TA \l "15 U.S.C. § 1125(a)(1)" \s "15 U.S.C. § 1125(a)(1)" \c 2 .  Where the plaintiff can demonstrate a protectable right in his mark, see Brookfield Communications, Inc. v. West Coast Entertainment Corp., 174 F.3d 1036, 1046 (9th Cir. 1999) TA \l "Brookfield Communications, Inc. v. West Coast Entertainment Corp., 174 F.3d 1036 (9th Cir. 1999)" \s "Brookfield Communications, 174 F.3d" \c 1 , the gravamen of a trademark infringement or unfair competition claim is the likelihood of confusion caused by defendant’s use of infringing trade names or trademarks.

The Ninth Circuit considers eight factors in determining whether a likelihood of confusion exists, including:  (1) the strength of the infringed mark; (2) the proximity or relatedness of the goods; (3) the singularity of the sight, sound, and meaning of the marks; (4) evidence of actual confusion between the marks; (5) the degree of convergence of marketing channels between the plaintiff and the defendant; (6) the type of goods involved and the degree of care likely to be exercised by consumers in purchasing them; (7) the defendant’s intent in selecting the mark; and (8) the likelihood that the parties will expand their product lines.  See, e.g., AMF, Inc. v. Sleekcraft Boats, 599 F.2d 341, 348-49 (1979) TA \l "AMF, Inc. v. Sleekcraft Boats, 599 F.2d 341 (1979)" \s "AMF, 599 F.2d" \c 1 ; E & J Gallo Winery v. Gallo Cattle Co., 967 F.2d 1280, 1290-91 (9th Cir. 1992) TA \l "E & J Gallo Winery v. Gallo Cattle Co., 967 F.2d 1280 (9th Cir. 1992)" \s "E & J Gallo Winery, 967 F.2d" \c 1 ; Brookfield, 174 F.3d TA \s "Brookfield Communications, 174 F.3d"  at 1053-54.  


The relative weight of these factors varies on a case-by-case basis.  See Brookfield, 174 F.3d TA \s "Brookfield Communications, 174 F.3d"  at 154.  However, several decisions have indicated that the key factors include:  (1) the strength of the plaintiff’s marks; (2) the similarity between the marks; (3) the relatedness of the goods or services; and (4) the similarity between the marketing channels for the goods.  See Dreamwerks Product Group, Inc. v. SKG Studio, dba DreamWorks SKG, 142 F.3d 1127, 1130-32 (9th Cir. 1998) TA \l "Dreamwerks Product Group, Inc. v. SKG Studio, dba DreamWorks SKG, 142 F.3d 1127 (9th Cir. 1998)" \s "Dreamwerks, 142 F.3d" \c 1  (strength of plaintiff’s mark, high degree of similarity between the marks, and relatedness of the goods were “pivot factors”); GoTo.com, Inc. v. Walt Disney Co., 202 F.3d 1199, 1205 (9th Cir. 2000) TA \s "GoTo.com, 202 F.3d"  (similarity of the marks, relatedness of the services, and common marketing channels dubbed the “controlling troika” of the Sleekcraft analysis).  

2.
Applying the Sleekcraft factors, Microsoft has demonstrated a likelihood of confusion on its Trademark Infringement and Unfair Competition claims.

a.
Windows is a strong and famous mark, entitled to broad protection.


Distinctive trademarks such as WINDOWS are granted “protection over a wide range of related products and services and variations on visual and aural format.”  2 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition, § 11:73 (4th ed. 1997) TA \l "2 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition, § 11:73 (4th ed. 1997)" \s "2 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition, § 11:73 (4th ed. 1997)" \c 5 .  As discussed above, WINDOWS is one of the most famous marks in the nation, and the WINDOWS mark is widely recognized both within the computer industry and among the general public as a brand identifier for Microsoft products.  The WINDOWS trademark “has achieved extraordinary fame in American culture.”  See Eli Lilly, 233 F.3d TA \s "Eli Lilly, 233 F.3d"  at 469.

b.
The LINDOWS AND WINDOWS trademarks are used to promote and market identical goods.


LINDOWS and WINDOWS are both used to promote and market identical goods – personal computer operating systems.  Indeed, LINDOWS is designed to compete directly with WINDOWS, and to run programs designed for the WINDOWS operating system.  Because Lindows.com has explicitly advertised its LINDOWS operating system as an alternative to WINDOWS, there is “no doubt” that the goods are “substantially identical.”  See Kimberly-Clark Corp. v. H. Douglas Enter., 774 F.2d 1144, 1146 (Fed. Cir. 1985); Century 21 Real Estate Corp. v. Century Life of Am., 970 F.2d 874, 877 (Fed. Cir. 1992)(citing cases).  Because the goods and marks here are virtually identical, this factor weighs heavily in favor of a likelihood of confusion.  Kimberly-Clark Corp., 774 F.2d at 1146; Century 21, 970 F.2d at 877; see also Apple Computer, Inc. v. Formula International, Inc., 725 F.2d 521 (9th Cir. 1984)(likelihood of confusion found between PINEAPPLE and APPLE, where PINEAPPLE mark was for computer operating systems intended to be compatible with APPLE computers and operating systems). TA \l "Apple Computer, Inc. v. Formula International, Inc., 725 F.2d 521 (9th Cir. 1984)" \s "Apple Computer, 725 F.2d" \c 1   
c.
The LINDOWS and WINDOWS trademarks are highly similar.

The similarity between trademarks is evaluated based on three characteristics:  sight, sound, and meaning.  AMF, 599 F.2d TA \s "AMF, 599 F.2d"  at 351.  Here, the similarity between LINDOWS and WINDOWS trademarks is obvious.  There is only a one-letter variation in the spelling of each mark, and the two marks, LINDOWS and WINDOWS, rhyme closely when spoken out loud.  In Eli Lilly, the Court found such factors to be important in reasoning that the HERBROZAC mark was likely to cause confusion with the PROZAC mark.  See Eli Lilly, 233 F.3d TA \s "Eli Lilly, 233 F.3d"  at 462 (similarity in spelling and pronunciation of competing marks weighed in favor of finding a likelihood of confusion); see also Apple Computer, 725 F.2d TA \s "Apple Computer, 725 F.2d"  at 526 (defendants PINEAPPLE trademark and plaintiffs APPLE trademark found to be “confusingly similar . . . when used on related goods[.]”); Kimberly-Clark Corp., 774 F.2d at 1146-47 TA \l "Kimberly-Clark Corp. v. H. Douglas Enter., 774 F.2d 1144 (Fed.Cir. 1985)" \s "Kimberly-Clark Corp., 774 F.2d" \c 1  (marketing of a new diaper product under the trademark DOUGIES found likely to cause confusion with the plaintiff’s HUGGIES mark); William S. Merrel Co. v. Anacin Co., 109 F.2d 339 (CCPA 1940) TA \l "William S. Merrel Co. v. Anacin Co., 109 F.2d 339 (CCPA 1940)" \s "William S. Merrel Co., 109 F.2d" \c 1  (marketing of pain reliever under the ALYCIN trademark found likely to cause confusion with the plaintiff’s ANACIN mark).  

As to the meaning of the marks, WINDOWS carries a strong meaning as the brand identifier for Microsoft’s operating system products.  On the other hand, LINDOWS has no meaning, making it more likely that consumers and the general public will confuse it with WINDOWS.  Some industry insiders may speculate that LINDOWS is intended to identify “a LINUX version of WINDOWS.”  Indeed, LINDOWS has been used in the trade press as the potential name for a possible future Microsoft product based on the Linux operating system.  See, e.g., Big Boys Buoy Up Linux, I.T. Online Magazine, Feb. 1, 1999, attached at Complaint, ex. A.  

Because LINDOWS so closely mimics WINDOWS, LINDOWS powerfully connotes a connection to WINDOWS.  As the Court in Eli Lilly noted, subtle changes in spelling or pronunciation are insufficient to defeat the strong overlap in meaning that is suggested by similar marks.  Eli Lilly, 233 F.3d TA \s "Eli Lilly, 233 F.3d"  at 462-63 (finding that because the HERBROZAC and PROZAC marks were so similar, HERBROZAC did more than merely “call to mind” the PROZAC mark).  Lindows.com attempts to trade on and incorporate the meaning of WINDOWS within its LINDOWS mark.  This intentional overlap in the meaning weighs in favor of finding a likelihood of confusion between LINDOWS and WINDOWS. 

d.
Lindows.com intends to market and distribute LINDOWS using the same marketing channels used by WINDOWS.

As discussed above, Lindows.com has stated its intention to distribute its LINDOWS product via the Internet through both direct download and mail order sales.  Lindows.com also intends to market LINDOWS to OEMs, who will then pre-install the LINDOWS software onto personal computers for sale at the retail level.  Microsoft’s WINDOWS product occupies these same marketing channels.  See Van Alstyne Decl., ¶ 2.  Microsoft licenses WINDOWS directly to consumers through download via the Internet and through direct sales at retail.  Id.  It also extensively markets and distributes WINDOWS to OEMs, who pre-install the WINDOWS software onto personal computers for sale at the retail level.  Id.  The overlap in marketing channels between LINDOWS and WINDOWS weighs in favor of finding a likelihood of confusion from the LINDOWS mark.  See, e.g., Apple Computer, 725 F.2d TA \s "Apple Computer, 725 F.2d"  at 526 (competing computer manufacturers sold their products “though similar marketing channels”); Century 21, 1991 WL 318797 TA \s "Century 21, 1991 WL 318797" , *6 (competing real estate brokers sold their services through “similar marketing channels” where they competed for the same potential customers and advertised in some of the same media).

e.
Lindows.com’s intent in adopting the LINDOWS trademark supports a likelihood of confusion.  

Wrongful intent is not a required element of a trademark infringement cause of action.  See Century 21, 1991 WL 318797 TA \s "Century 21, 1991 WL 318797" , *6.  However, a presumption of wrongful intent arises when “a defendant ‘adopts a virtually identical trademark when other phrases are available and continues its use after receipt of notice of the trademark owner’s rights and objections’”  Id. (quoting Charles Schwab & Co., Inc. v. Hibernia Bank, 665 F.Supp. 800, 811 (N.D. Cal. 1987)); see also Eli Lilly, 233 F.3d TA \s "Eli Lilly, 233 F.3d"  at 465 (wrongful intent found where defendant chose the HERBROZAC trademark to “remind consumers of [the competing] PROZAC” product).  “[W]here an infringer adopts a particular name with knowledge of plaintiff’s mark, courts presume that there was an intent to copy the mark.”  E & J Gallo Winery, 782 F.Supp. TA \s "E & J Gallo Winery, 782 F.Supp."  at 465 (citing inter alia Sleekcraft, 599 F.2d at 354) (emphasis added).  

Microsoft believes that Lindows.com intentionally chose the LINDOWS trademark to wrongfully trade on the fame and goodwill associated with WINDOWS (i.e., to intentionally “remind” consumers of the WINDOWS brand as described in Eli Lilly, 233 F.3d TA \s "Eli Lilly, 233 F.3d"  at 465).  As in E. & J. Gallo Winery, Defendant adopted its LINDOWS trademark “with knowledge of” the WINDOWS mark.  Lindows.com’s knowledge of the WINDOWS mark is demonstrated by its own website, <www.lindows.com>, that makes explicit reference to the WINDOWS trademark.  See Tessier Decl., ¶ 2 and Ex. A-2.  Therefore, the Court should presume that there was an intent to copy WINDOWS.  E & J Gallo Winery, 782 F.Supp. TA \s "E & J Gallo Winery, 782 F.Supp."  at 465.  

There is no legitimate reason for defendant to have chosen a name so close to WINDOWS.  There are numerous operating system products available in the marketplace today under trade names that do not infringe on the WINDOWS mark.  For example, LINUX based operating system products are currently marketed under trade names such as REDHAT LINUX, MANDRAKE LINUX, BEAROPS LINUX, COREL LINUX OS DELUXE, and DEBIAN GNU.  See Tessier Decl., ¶ 5 and Ex. G.  This evidences the availability of suitable alternative marks that would not infringe or dilute the WINDOWS mark. 

3.
Any doubts about the likelihood of confusion must be resolved in favor of Microsoft, the senior user. 

This is a strong case of likelihood of confusion.  However, to the extent any doubts exist as to the likelihood of confusion, they are to be resolved in favor of Microsoft, the holder of the senior trademark.  Dr. Seuss Enter. v. Penguin Books, 109 F.3d 1394, 1404, n. 14 (9th Cir. 1997) TA \l "Dr. Seuss Enter. v. Penguin Books, 109 F.3d 1394 (9th Cir. 1997)" \s "Dr. Seuss Enter., 109 F.3d" \c 1 .  “When balancing the interest of a famous, established mark against the interest of a newcomer, we are compelled to resolve doubts against the newcomer.”  Specialty Brands, Inc. v. Coffee Bean Distributor, Inc., 748 F.2d 669, 674-76 (Fed.Cir. 1984) TA \l "Specialty Brands, Inc. v. Coffee Bean Distributor, Inc., 748 F.2d 669 (Fed.Cir. 1984)" \s "Specialty Brands, 748 F.2d" \c 1 
D.
In the Absence of a Preliminary Injunction, Microsoft will Suffer Irreparable Harm.  

Because Microsoft has demonstrated that it is likely to prevail on the merits of both its trademark dilution and infringement claims, irreparable harm is presumed.  See Brookfield, 174 F.3d at 1066.  However, Microsoft need not rely solely on the presumption of harm because the evidence demonstrates that if the preliminary injunction is not granted Microsoft will suffer irreparable harm.  

This is the very beginning of Defendant’s infringement and it is believed not to have any sales of its operating system under the infringing mark.  In contrast, Microsoft has demonstrated substantial sales of its operating system over nearly two decades.  Defendant’s continued use of LINDOWS will cause Microsoft to lose the goodwill that it has developed in the WINDOWS mark through substantial marketing and expenditures.  Such damage to Microsoft’s good will “is almost impossible to accurately ascertain in dollars,” and therefore constitutes irreparable harm.  See 5 J. Thomas McCarthy McCarthy on Trademarks, § 30:49 at 30-89 (4th ed. 2000).  In addition, even if the damages to Microsoft could be quantified, there are serious questions of whether Defendant—a start up company organized only this fall—could pay monetary damages for its improper use of LINDOWS, particularly in the current economic climate.  

E.
The Balance of Equities Tips Sharply in Microsoft’s Favor.

The balance of the equities also tips sharply in Microsoft’s favor.  As discussed above, Defendant’s use of the infringing LINDOWS mark has just begun, so public awareness of the mark is relatively small.  In contrast, through Microsoft’s substantial marketing and promotion, the WINDOWS mark has become one of the most recognized marks in the nation.  Stopping Defendant’s infringing use now will prevent erosion of the goodwill that Microsoft has developed.  

Microsoft's motion does not seek to prohibit Defendant from selling its competing operating system, merely to prohibit its infringing use of LINDOWS.  Defendant must choose another mark that is not likely to cause confusion and dilute Microsoft's famous mark.  In any event, because its infringement is intentional, Defendant cannot complain that an injunction will harm its business.  See Ty, Inc. v. The Jones Group, Inc., 237 F.3d 891, 902-03 (7th Cir. 2001) TA \s "Ty, Inc., 237 F.3d"  (“[h]aving adopted its course . . . [defendant] cannot now complain that having to mend its ways will be too expensive”); Dr. Ing. h.c.F. Porsche AG v. Universal Brass, Inc., 34 U.S.P.Q.2d 1593 (W.D. Wash. 1995) TA \s "Dr. Ing., 34 U.S.P.Q.2d"  (defendant who continued to use the marks after requests to cease is in no position to claim it will lose business investments if ordered to cease infringing).  

Finally, a preliminary injunction will protect not only Microsoft’s rights in the WINDOWS mark, but it will also promote the public interest in avoiding consumer confusion and in protecting valid trademarks.  See Brookfield, 174 F.3d TA \s "Brookfield Communications, 174 F.3d"  at 1066.  The balance of equities tips sharply in Microsoft’s favor.
IV.
CONCLUSION


Lindows.com has selected LINDOWS, a “copy cat” brand, to promote a personal computer operating system that competes directly with WINDOWS.  Its mimicking of the famous WINDOWS brand is an obvious attempt to trade off the fame and goodwill associated with Microsoft’s WINDOWS mark, and presents a clear-cut case of trademark dilution and infringement.

There is no need for Defendant to use this name and it should be enjoined from the further use of LINDOWS, which is likely to confuse and deceive consumers and to dilute and undermine the WINDOWS trademark.  Because Microsoft has demonstrated that it is likely to prevail on the merits of its trademark dilution, trademark infringement, and unfair competition claims, it is entitled to a preliminary injunction.  Enjoining Lindows.com from further use of the LINDOWS trademark and variations thereof will also advance the consumer protection goals of the federal trademark law. Accordingly, Microsoft respectfully requests that the Court approve the proposed Order Granting Microsoft Corporation’s Motion for Preliminary Injunction that was submitted in conjunction with this motion.  


DATED this 20th day of December, 2001.
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